Remarks 



The above amendments to the above-captioned application along with the following 
remarks are being submitted as a full and complete response to the Office Action dated 
August 2, 2006 (U.S. Patent Office Paper No. 051906). In view of the above amendments 
and the following remarks, the Examiner is respectfully requested to give due reconsideration 
to this application, to indicate the allowability of the claims, and to pass this case to issue. 

Status of the Claims 

As outlined above, claims 1-5, 7-17 and 19-21 stand for consideration in this 
application, wherein claims 6 and 18 were canceled without prejudice or disclaimer, while 
claims 1 and 19 are being amended to correct formal errors and to more particularly point out 
and distinctly claim the subject invention. In addition, new claim 21 hereby submitted for 
consideration. 

All amendments to the application are fully supported therein, including page 6, line 
19 - page 7, line 7 of the specification and Fig. 7. Applicants hereby submit that no new 
matter is being introduced into the application through the submission of this response. 

Interview Summary 

On October 4, 2006, an interview was conducted between Yukiko O. Maekawa, Reg. 
No. 50,307 authorized by Juan Carlos A. Marquez, Reg. No. 34,072 and Examiner Nathan A. 
Bowers. During the interviews, disqualification of the prior art reference, Takagi, wais 
discussed. The Examiner admitted that Takagi is not proper prior art under 103(a), because 
the PCT, when filed was written in Japanese, not English, and therefore the rejection of 
claims 7-9 would be withdrawn. On October 16, the Examiner further notified Applicants 
that in order for the present application to receive the stated priority date of October 22, 2002 
for the purpose of disqualifying Takagi, an official English translation of the foreign language 
priority document must be submitted in conjunction with the present response. However, the 
rejection would not be withdrawn until the Examiner receives the official English translation. 

Prior Art Rejections 

The First 35 U.S.C. S103(aJ rejection 

Claims 1-4, 10-12, 13-15, 19 and 20 were rejected imder 35 U.S.C. §103(a) as being 
allegedly unpatentable over Bardell (US 20020015959) in view of Stocker (US 4339241). 
This rejection is respectfully traversed for the reasons set forth below. 
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According to the Manual of Patent Exjimining Procedure (M.P.E.P. §2143), 



To establish a prima facie case of obviousness, three basic criteria must be met. First, 
there must be some suggestion or motivation, either in the references themselves or in 
the knowledge generally available to one of ordinary skill in the art, to modify the 
reference or to combine reference teachings. Second there must be a reasonable 
expectation of success. Finally, the prior art reference (or references when combined) 
must teach or suggest all the claim limitations. The teaching or suggestion to make 
the claimed combination and the reasonable expectation of success must both not 
foimd in the prior art, not in the applicant’s disclosure. 

Claim 1 

Claim 1 now recites that a solution mixing apparatus for providing reactions therein, 
comprises: a holding plate for holding at least one substrate on which at least one probe is 
immobilized; a moving plate with one surface being placed close to the substrate with a gap 
therein so as to accommodate a solution containing at least one substance therebetween; and a 
shaft configured to move the moving plate relatively to the holding plate in a plane thereof in 
such a wav that the moving plate orbits around a center of the holding plate to mix the 
solution, wherein said moving plate is hydrophilic on a surface facing the solution. 

In contrast, Bardell merely shows that a circular slide 38 spins in the circumferential 
direction shown by arrow B while the slide 38 moves across a rectangular array 34 placed on 
a rectangular slide 38 and oscillates back and forth across the rectangular slide 38 (Paragraph 
[0028] and Fig. 5) In Bardell, the circular slide rotates on its axis. The circular slide moves 
across the rectangular array placed on the rectangular slide, and therefore the axis of rotation 
moves across the rectangular array, but does not orbit around a certain point of the 
rectangular array. Bardell does not show or explicitly or implicitly suggest having a shaft 
configured to move the moving plate relatively to the holding plate in a plane thereof so as to 
orbit around a center of the holding plate to mix the solution. Stocker also does not show or 
explicitly or implicitly suggest the element which Bardell fails to show or suggest. 

In sum, there is no suggestion or motivation in either Bardell or Stocker to combine 
these features explicitly or implicitly, or in the knowledge generally available to one of 
ordinary skill in the art at the time the invention was made to embody all the features of the 
invention as recited in claim 1 . Accordingly, claim 1 is not obvious in view of all the prior 
art cited. 
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Claim 19 



Claim 19 has the substantially same features as those of claim 1, at least with respect 
to the moving plate being moved relatively to the holding plate in a plane thereof in such a 
way that the moving plate orbits around a center of the holding plate to mix the solution. As 
such, the arguments set forth above are equally applicable here. Claim 1 being allowable, 
claim 19 must also be allowable. 

Claims 2-4. 10-12. 13-15 and 20 

As to dependent claims 2-4, 10-12, 13-15 and 20, the arguments set forth above with 
respect to independent claims 1 and 1 9 are equally applicable here. The corresponding base 
claims being allowable, claims 2-4, 10-12, 13-15 and 20 must also be allowable. 

The Second 35 U.S.C. $103(al rejection 

Claim 5 was rejected under 35 U.S.C. § 103(a) as being allegedly unpatentable over 
Bardell in view of Stocker as applied to claim 1, and further in view of Palander (WO 
9621142). This rejection is respectfully traversed for the reasons set forth below. 

As set forth above, claim 1, upon which claim 5 depends, is not obvious over 
combination of Bardell and Stoker. Palander merely shows that an element 1 moves back 
and forth on a slide 2 to provide agitation to the liquid before and/or during the incubation 
process (page 5, lines 17-25 and Fig. 1) Palander says nothing about a shaft configured to 
move the moving plate relatively to the holding plate in a plane thereof so as to orbit around a 
center of the holding plate to mix the solution. Accordingly, corresponding base claim being 
unobvious over the combination of Bardell, Stocker, and Palander, claim 5 must be 
unobvious over the combination of Bardell, Stocker, and Palander. 

The Third 35 U.S.C. $103(a') rejection 

Claims 7-9 were rejected imder 35 U.S.C. § 103(a) as being allegedly vmpatentable 
over Bardell in view of Stocker as applied to claim 1, and further in view of Takagi (US 
20040235150). 

As set forth in the interview summary, the Examiner admitted that Takagi is 
disqualified as prior art for the reasons which are the same as those presented in the 
supplemental amendment mailed May 22, 2006. A verified English translation of the foreign 
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priority application, JP 2002-307535 is being submitted herewith, as requested by the 
Examiner. Accordingly, withdrawal of the rejection is requested. 

Allowable Subject Matter 

Applicants thank the Examiner for holding that claims 16 and 17 would be allowed if 
rewritten in independent form including all of the limitations of the base claim and any 
intervening claims. Applicants acknowledge the Examiner’s statement of reasons for 
allowance as set forth in the Office Action. However, Applicants will point out that the 
reasons for allowability of the above referenced claims are not limited to the reasons for 
allowance as set forth in the Office Action. 

As to dependent claims 16 and 17, the arguments set forth above with respect to 
independent claim 1 are equally applicable here. The base claim being allowable, claims 1 6 
and 1 7 must also be allowable in the form of a dependent claim. 

Conclusion 

In view of all the above. Applicants respectfully submit that certain clear and distinct 
differences as discussed exist between the present invention as now claimed and the prior art 
references upon which the rejections in the Office Action rely. These differences are more 
than sufficient that the present invention as now claimed would not have been anticipated nor 
rendered obvious given the prior art. Rather, the present invention as a whole is 
distinguishable, and thereby allowable over the prior art. 

Favorable reconsideration of this application as amended is respectfully solicited. 
Should there be any outstanding issues requiring discussion that would further the 
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prosecution and allowance of the above-captioned application, the Examiner is invited to 
contact the Applicants’ undersigned representative at the address and phone number indicated 



below. 




Respecffully submitted, 



^^tanley P. Fisher 

Registration Number 24,344 



Juan Carlos A. Marquez 
Registration Number 34,072 

REED SMITH LLP 

3110 Fairview Park Drive 
Suite 1400 

Falls Church, Virginia 22042 
(703) 641-4200 

October 24, 2006 

SPF/JCMA^OM 
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